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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
----------------------------------------------------------------X 
ASBURY AUTOMOTIVE GROUP, INC.,  : 
       :  
    Applicant,  : 
       :  
  v.     :  Concurrent Use No. 94002373  
       :  Serial No. 77/194,297 
CROWN AUTOMOTIVE MANAGEMENT, INC., : 
       : 
    Respondent.  : 
       : 
  v.     : 
       : 
CROWN AUTOMOBILE CO., INC.,  : 
       : 
    Respondent.  :  
----------------------------------------------------------------X 

 
APPLICANT’S RESPONSE TO ORDER 

 
By an Order of June 1, 2010, the Trademark Trial and Appeal Board requested further 

information concerning the settlement of this concurrent use proceeding. 

By a Settlement Agreement entered into as of December 10, 2009, Applicant and Respondent 

Crown Automotive Management Inc. (“CAM”) agreed that Applicant could have a concurrent use 

registration for the States of New Jersey, North Carolina, South Carolina and Virginia.  Applicant 

and its predecessor have used the mark CROWN for its automobile dealerships in those states for 

more than 30 years. Applicant acknowledged that Respondent CAM has exclusive rights to use 

CROWN for its automobile dealerships in Florida and Ohio. Respondent CAM has used the mark 

for more than 30 years in those states.  A copy of the Settlement Agreement is attached. 

By a separate Settlement Agreement entered into as of May 4, 2010, Applicant and 

Respondent Crown Automobile Co., Inc. (“CAC”) agreed that Applicant could have a concurrent 

use registration for the States of New Jersey, North Carolina South Carolina and Virginia.  Applicant 

acknowledged that Respondent CAC has exclusive rights to use CROWN for its automobile 
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dealership in Alabama.  Respondent CAC has used the mark for more than 30 years in that state.  A 

copy of the Settlement Agreement is attached. 

Accordingly, by the two Settlement Agreements, all parties to this concurrent use proceeding 

have agreed that: 

1. The parties operate their businesses in separate defined geographic markets, with 

both Respondents separated by a buffer from Applicant. 

2. The parties have operated their businesses for more than 30 years without likelihood 

of confusion, and that confusion is not likely in the future. 

3. The parties have agreed to the use of their respective URLs for their websites, and 

that use of their respective marks on their websites is not likely to cause confusion. 

Therefore, it is respectfully submitted that the concurrent use proceeding should be 

terminated and the concurrent use registration issued to Applicant 

     Respectfully, 

     COOPER & DUNHAM LLP  

 
 
 
Dated: June 4, 2010    By: /norman h. zivin/          
              Norman H. Zivin  
      30 Rockefeller Plaza 
      20th Floor 
      New York, New York  10112 
      Tel: (212) 278-0400 
      Attorneys for Applicant   
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CERTIFICATE OF SERVICE  
 

 The undersigned hereby certifies that a true and correct copy of the foregoing  

APPLICANT’S RESPONSE TO ORDER was served on this 4th of June, 2010 by first class mail on 

the following attorneys of record: 

Howard P. Walthall Jr. 
Burr & Forman LLP 
420 North 20th Street 
Suite 3400 
Birmingham, Alabama  35203 

 
and: 
 

C. Douglas McDonald 
Carlton Fields, P.A. 
P.O. Box 3239 
Tampa, Florida  33601-3239 
 

 
        /norman h. zivin/         
        Norman H. Zivin 


















